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In re application of: Edmar Saul MARCHEZE 
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Filed: March 20, 2001 Examiner: M.Andrews 

For: METHOD FOR USING A PRE-JEL FOR PRODUCING SELF-REDUCING 
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Commissioner for Patents 
P. O. Box 1450 
Alexandria, VA 22313-1450 

NOTIFICATION OF INAPPROPRIATE PATENT OFFICE ACTION, 
REQUEST TO WITHDRAW TERMINAL DISCLAIMER 

and 

REQUEST FOR REFUND 

The Action of November 20, 2002, failed to cite all the appropriate art against the 
above application, such art having been subsequently cited in the Action of September 18, 
2003, and instead, rejected claims 1-3 under the judicially created doctrine of obviousness- 
type double patenting relative to application 09/81 1,429. 
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As a result of this incomplete Action from the Patent Office, the Applicant was 
induced to file a Terminal Disclaimer with respect to that application. 

After subsequent allowance and payment of the Issue Fee April 7, 2003, the Patent 
Office corrected its prior incomplete Action and cited additional art (Harker, et al. U.S. Patent 
3,922,156 and Buker U.S. Patent) in an Action of September 18, 2003, to which the 
Applicant has now responded by canceling claims 1-3 that had been incompletely rejected so 
as to prompt the Terminal Disclaimer. 

Therefore, the Terminal Disclaimer no longer serves any purpose and should be 
withdrawn as having been filed in response to an incomplete and, thus, inappropriate Action 
from the Patent Office. The Patent Office has a duty to issue complete Actions so that the 
Applicant may choose a course of response, and cannot be allowed to induce one course of 
conduct with an incomplete Action and then complete the Action inducing that conduct. 

Upon withdrawal of the Terminal Disclaimer for this inappropriate Patent Office 
procedure, refund of the fee ($1 10.00) for the Terminal Disclaimer is also requested. 



William R. Evans 
c/o Ladas & Parry 
26 West 61 st Street 
New York, New York 
Reg. No. 25858 
Tel. No. (212) 708-1930 


2 


